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DETAILED ACTION 

1 . This Action is in response to the RCE and Request for Reconsideration received on 07 
October 2003. 

Continued Examination Under 37 CFR LI 14 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 17 September 2003 has been entered. 

3. The application has been examined. Claims 1-76 are pending. The objection and 
rejections cited are as stated below: 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-76 are rejected under 35 U.S.C 103(a) as being unpatentable over Fries, U.S. 
Patent No. 6,317,885 in view Goodhand et al. (Goodhand), U.S. Patent No. 5,923,848. 

6. Regarding independent claims 1 and 20, Fries discloses the invention substantially as 
claimed (e.g. as in exemplary independent claim 1). Fries discloses an Internet television 
program guide reminder system for providing reminder messages of scheduled television events 
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to a user at a multimedia system over the Internet (Fries teaches a system that includes a web 
link that displays a programming guide through the set top box. Fries teaches providing 
reminder messages [see Fries, Col. 1 8, lines 7-42, table] comprising; a web server for providing 
web pages of television program listings over the Internet (Fries teaches a system that allows for 
programming guide applications and cable system infrastructures email data to be sent and 
receive as well as receiving email notifications through the use of an email server), [see Fries, 
Col 33, lines 19-44], wherein the web server provides the user with an opportunity to select a 
television program from the television program listing web pages provided over the Internet, 
allows the user to order at reminder message for that television program, and sends the 
reminder message to the multimedia system over the Internet to remind the user when that 
television program is to be broadcast [see Fries, Col. 33, table]. However, Fries remains silent 
on the specific teachings of e-mail for transport of reminder messages. 

7. In the same field endeavor, Goodhand discloses (e.g., electronic mail system for 
providing auto-response to certain events). Goodhand discloses sending email reminders 
(Goodhand teaches that message flags may be accompanied by a due data, which generates 
reminders for a user via e-mail. Goodhand teaches that the method displays a reminder at a 
predetermined period of time prior to the due date), [see Goodhand, Figure 18, Col. 25, lines 64- 
67 and Col. 1-23]. By this rationale independent claims 1 and 20. 

8. Accordingly, it would have been obvious for one of ordinary skill in the networking art to 
modify or incorporated Goodhand 's teachings of electronic mail system for providing auto- 
response to certain events with the teachings of Fries, to provide a system for generating email 
reminders for specific events at certain times, and since Fries does provide for a system for 
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receiving email notification as well as reminders for specific events the motivation to combine 
the two references is met. 

9. Regarding claims 2 and 21, Fries-Goodhand further discloses wherein the web pages 
provide an e-mail reminder option which the user selects to order e-mail reminder messages 
(Fries teaches that the email notification on displayed as html pages), [see Fries, Col. 33, lines 
29-55]. By this rationale claims 2 and 21 are rejected. 

10. Regarding claim 3, Fries-Goodhand further discloses wherein the web server presents an 
e-mail reminder web page when the user selects the e-mail reminder option [see rejection of 
claim 2, supra]. By this rationale claim 3 is rejected. 

11. Regarding claim 4, Fries-Goodhand discloses the invention substantially as claimed. 
Fries-Goodhand discloses wherein the means for presenting the e-mail reminder web page 
further comprises means for providing selectable options displayed [see Fries, Figure 6]. 
However, Fries-Goodhand does not explicitly disclose selectable options displayed on the e-mail 
reminder web page when the user is presented with the e-mail reminder web page. It would have 
been obvious to one of ordinary skill in the networking art at the time the invention was made to 
have displayed multiple options on a web page for selecting different types of email reminders. 
By this rationale claim 4 is rejected. 

12. Regarding claim 5, Fries-Goodhand further discloses wherein the selectable option is a 
how soon option for determining how soon before the broadcast of the television program the e- 
mail reminder message is to be generated and sent to the user (This featured element is further 
taught in the combination of Fries-Goodhand. Thus, the limitation is obvious for the same 
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reasons discussed above in the combination together as a hole). By this rationale claim 5 is 
rejected. 

13. Regarding claim 6, Fries-Goodhand further discloses wherein the web server presents a 
how soon web page when the how soon option is selected [see Fries, Col. 18, table]. By this 
rationale claim 6 is rejected. 

14. Regarding claim 7, Fries-Goodhand discloses wherein the selectable option is a how 
often option for determining how often the e-mail reminder message is to be generated and sent 
to the user (The Examiner takes Official Notice). By this rationale claim 7 is rejected. 

15. Regarding claim 8, Fries-Goodhand further discloses wherein the web server presents a 
how often web page when the how often option is selected (The Examiner takes Official Notice). 
By this rationale claim 8 is rejected. 

16. Regarding claim 9, Fries-Goodhand further discloses wherein the web pages provide for 
a view current reminders option which the user selects to receive a list of current e-mail 
reminder orders (The Examiner takes Official Notice). By this rationale claim 9 is rejected. 

17. Regarding claim 10, Fries-Goodhand further discloses wherein the web server presents a 
view current reminders web page when the user selects the view current reminders option [see 
rejection of claim 9, supra]. By this rationale claim 10 is rejected. 

18. Regarding claim 11, Fries-Goodhand further discloses wherein the web pages provide a 
new reminders option which the user selects to order an e-mail reminder message by entering a 
program title (The Examiner takes Official Notice). By this rationale claim 11 is rejected. 
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19. Regarding claim 12, Fries-Goodhand further discloses wherein the web server presents a 
new reminders web page when the user selects the new reminders option (The Examiner takes 
Official Notice). By this rationale claim 12 is rejected. 

20. Regarding claim 13, Fries-Goodhand further discloses wherein the new reminders web 
page provides at least one selectable option (The Examiner takes Official Notice). By this 
rationale claim 13 is rejected. 

21. Regarding claim 14, Fries-Goodhand further discloses wherein the selectable option is a 
how soon option for determining how soon before the broadcast of the television program the e- 
mail reminder message is to be generated and sent to the user [see rejection of claim 5, supra]. 
By this rationale claim 14 is rejected. 

22. Regarding claim 15, Fries-Goodhand further discloses wherein the web server presents a 
how soon web page when the how soon option is selected [see rejection of claim 6, supra]. By 
this rationale claim 15 is rejected. 

23. Regarding claim 16, Fries-Goodhand further discloses wherein the selectable option is a 
how often option for determining how often the e-mail reminder message is to be generated and 
sent to the user [see rejection of claim 7, supra]. By this rationale claim 16 is rejected. 

24. Regarding claim 17, Fries-Goodhand further discloses wherein the web server presents a 
how often web page when the how often option is selected [see rejection of claim 16, supra]. By 
this rationale claim 17 is rejected. 

25. Regarding claim 18, Fries-Goodhand further discloses wherein the web server provides a 
pay-per-view order web page [see Fries, Col. 13, lines 58-64]. By this rationale claim 18 is 
rejected. 
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26. Regarding claim 19, Fries-Goodhand further discloses wherein the pay-per-view order 
web page provides an e-mail reminder option which the user selects to order an e-mail reminder 
message [see rejection of claim 18, supra]. By this rationale claim 19 is rejected. 

27. Regarding claim 21, Fries-Goodhand further discloses further comprising providing an 
e-mail reminder option which the user selects to order e-mail [see rejection claim 1, supra]. By 
this rationale claim 21 is rejected. 

28. Regarding claim 22, Fries-Goodhand further discloses wherein the providing of the 
e-mail reminder option further comprises presenting an e-mail reminder web page when the user 
selects the e-mail reminder option [see rejection of claim 3, supra]. By this rationale claim 22 is 
rejected. 

29. Regarding claim 23, Fries-Goodhand further discloses wherein the presenting of the 
e-mail reminder web page further comprises providing selectable options displayed on the 
e-mail reminder web page when the user is presented with the e-mail reminder web page [see 
rejection of claim 4, supra]. By this rationale claim 23 is rejected. 

30. Regarding claim 25, Fries-Goodhand further discloses wherein the how soon option 
further comprises presenting a how soon web page [see rejection of claim 6, supra]. By this 
rationale claim 25 is rejected. 

3 1 . Regarding claim 26, Fries-Goodhand further discloses wherein the selectable option is a 
how often option for determining how often the e-mail reminder message is to be generated and 
sent to the user [see rejection of claim 7, supra]. By this rationale claim 26 is rejected. 
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32. Regarding claim 27, Fries-Goodhand further discloses wherein the how often option 
further comprises presenting a how often web page [see rejection of claim 8, supra]. By this 
rationale claim 27 is rejected. 

33. Regarding claim 28, Fries-Goodhand further discloses further comprising providing a 
view current reminders option which the user selects to receive a list of current e-mail reminder 
orders [see rejection of claim 9, supra]. By this rationale claim 28 is rejected. 

34. Regarding claim 29, Fries-Goodhand further discloses wherein the providing of the view 
current reminders option further comprises presenting a view current reminders web page when 
the user selects the view current reminders option [see rejection of claim 10, supra]. By this 
rationale claim 29 is rejected. 

35. Regarding claim 30, Fries-Goodhand discloses further comprising providing a new 
reminders option which the user selects to order an e-mail reminder message by entering a 
program title [see rejection of claim 11, supra]. By this rationale claim 30 is rejected. 

36. Regarding claim 31, Fries-Goodhand further discloses wherein the providing of the new 
reminders option further comprises presenting a new reminders web page when the user selects 
the new reminders option [see rejection of claim 12, supra]. By this rationale claim 31 is 
rejected. 

37. Claim 32 is substantially the same as claims 5 and 10, and is thus rejected for the same 
rationale in rejecting claims 5 and 10. 

38. Regarding claim 33, Fries-Goodhand discloses wherein the selectable option is a how 
soon option for determining how soon before the broadcast of the television program the e-mail 
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reminder message is to be generated and sent to the user [see rejection of claim 5, supra]. By 
this rationale claim 33 is rejected. 

39. Regarding claim 34, Fries-Goodhand further discloses wherein the how soon option 
further comprises presenting a how soon web page [see rejection of claim 6, supra]. By this 
rationale claim 34 is rejected. 

40. Regarding claim 35, Fries-Goodhand further discloses wherein the selectable option is a 
how often option for determining how often the e-mail reminder message is to be generated and 
sent to the user [see rejection of claim 7, supra]. By this rationale claim 35 is rejected. 

41 . Regarding claim 36, Fries-Goodhand further discloses wherein the how often option 
further comprises presenting a how often web page [see rejection of claim 8, supra]. By this 
rationale claim 36 is rejected. 

42. Regarding claim 37, Fries-Goodhand further discloses further comprising providing a 
pay-per-view order web page [see rejection of claim 18, supra]. By this rationale claim 37 is 
rejected. 

43 . Regarding claim 38, Fries-Goodhand further discloses wherein the providing of the 
pay-per-view order web page further comprises providing an e-mail reminder option which the 
user selects to order an e-mail reminder message [see rejection of claim 19, supra]. By this 
rationale claim 38 is rejected. 

44. Regarding claim 39, Fries-Goodhand discloses wherein the web -pages provide a user 
preference profile option which the user selects to order an e-mail reminder message by 
selecting from various e-mail reminder preferences (The Examiner takes Official Notice). By 
this rationale claim 39 is rejected. 
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45. Regarding claim 40, Fries-Goodhand further discloses wherein the web server provides a 
user preference profile web page when the user selects the user preference profile option [well 
known feature, see prior art of record Iverson et al. U.S. Patent No. 6,41 1,696]. By this rationale 
claim 40 is rejected. 

46. Regarding claim 41, Fries-Goodhand further discloses wherein the user preference 
profile web page displays at least one selectable option [see rejection of claim 40, supra]. By 
this rationale claim 41 is rejected. 

47. Regarding claim 42, Fries-Goodhand further discloses wherein the selectable option is a 
genre option which the user selects to order an e-mail reminder message by entering a program 
genre (The Examiner takes Official Notice). By this rationale claim 42 is rejected. 

48. Regarding claim 43, Fries-Goodhand further discloses wherein the web server presents a 
genre web page when the user selects the genre option (The Examiner takes Official Notice). By 
this rationale claim 43 is rejected. 

49. Regarding claim 44, Fries-Goodhand further discloses wherein the selectable option is an 
actor option which the user selects to order an e-mail reminder message by entering an actor 's 
name [The Examiner takes Official Notice]. By this rationale claim 44 is rejected. 

50. Regarding claim 45, Fries-Goodhand further discloses wherein the web server presents 
an actor web page when the user selects the actor option [see rejection of claim 44, supra]. By 
this rationale claim 45 is rejected. 

5 1 . Regarding claim 46, Fries-Goodhand further discloses wherein the selectable option is an 
exact title option with the user selects to order an e-mail reminder message by entering an exact 
program title (The Examiner takes Official Notice). By this rationale claim 46 is rejected. 
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52. Regarding claim 47, Fries-Goodman further discloses wherein the web server presents an 
exact title web page when the user selects the exact title option (The Examiner takes Official 
Notice). By this rationale claim 47 is rejected. 

53. Regarding claim 48, Fries-Goodhand further discloses wherein the selectable option is a 
partial title option which the user selects to order an e-mail reminder message by entering a 
partial program title (The Examiner takes Official Notice). By this rationale claim 48 is 
rejected. 

54. Regarding claim 49, Fries-Goodhand discloses wherein the web server presents a partial 
title web page when the user selects the partial title option (The Examiner takes Official Notice). 
By this rationale claim 49 is rejected. 

55. Regarding claim 50, Fries-Goodhand discloses further comprising providing a user 
preference profile option which the user selects to order an e-mail reminder message by 
selecting from various e-mail reminder preferences [see rejection of claim 43, supra]. By this 
rationale claim 50 is rejected. 

56. Regarding claim 51, Fries-Goodhand further discloses wherein the providing of the user 
preference profile option further comprises presenting a user preference profile web page when 
the user selects the user preference profile option [see rejection of claim 40, supra]. By this 
rationale claim 51 is rejected. 

57. Regarding claim 52, Fries-Goodhand further discloses wherein the presenting of the user 
preference profile web page further comprises providing selectable options displayed on the user 
preference profile web page when the user is presented with the user preference profile web 
page [see rejection of claims 40 and 41, supra]. By this rationale claim 52 is rejected. 
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58. Regarding claim 53, Fries-Goodhand farther discloses wherein the selectable option is a 
genre option which the user selects to order an e-mail reminder message by entering a program 
genre [see rejection of claim 42, supra]. By this rationale claim 53 is rejected. 

59. Regarding claim 54, Fries-Goodhand discloses wherein the genre option further 
comprises presenting a genre web page when the user selects the genre option [see rejection of 
claim 43, supra]. By this rationale claim 54 is rejected. 

60. Regarding claim 55, Fries-Goodhand farther discloses wherein the selectable option is an 
actor option which the user selects to order an e-mail reminder message by entering an actor 's 
name [see rejection of claim 44, supra]. By this rationale claim 55 is rejected. 

61. Regarding claim 56, Fries-Goodhand farther discloses wherein the actor option further 
comprises presenting an actor web page when the user selects the actor option [see rejection of 
claim 45, supra]. By this rationale claim 56 is rejected. 

62. Regarding claim 57, Fries-Goodhand farther discloses wherein the selectable option is an 
exact title option which the user selects to order an e-mail reminder message by entering an 
exact program title [see rejection of claim 46, supra]. By this rationale claim 57 is rejected. 

63. Regarding claim 58, Fries-Goodhand farther discloses wherein the exact title option 
further comprises presenting an exact title web page when the user selects the exact title option 
[see rejection of claim 47, supra]. By this rationale claim 58 is rejected. 

64. Regarding claim 59, Fries-Goodhand farther discloses wherein the selectable option is a 
partial title option which the user selects to order an e-mail reminder message by entering a 
partial program title [see rejection of claim 48, supra]. By this rationale claim 59 is rejected. 
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65. Regarding claim 60, Fries-Goodhand further discloses wherein the partial title option 
further comprises presenting a partial title web page when the user selects the partial title option 
[see rejection of claim 49, supra]. By this rationale claim 60 is rejected. 

66. Regarding claim 61, Fries-Goodhand discloses wherein the e-mail reminder web page 
receives designations for a plurality of destinations to which the e-mail reminder message is to 
be sent (This particular claimed element is taught in the combination of references by Fries. 
Thus, the limitation is obvious base upon being taught by Fries and for the reasons discussed 
above in the combination discuss together as a whole). By this rationale claim 61 is rejected. 

67. Regarding claim 62, Fries-Goodhand further discloses wherein each destination is 
designated by an associated e-mail address [see Goodhand, Col. 2, lines 11-17]. By this 
rationale claim 62 is rejected. 

68. Regarding claim 63, Fries-Goodhand further discloses wherein the e-mail reminder web 
provides a selectable option that allows designation of a time at which the e-mail reminder 
message is to be sent [see rejection of claim 1, supra]. By this rationale claim 63 is rejected. 

69. Regarding claim 64, Fries-Goodhand further discloses wherein the e-mail reminder web 
page provides a selectable option that allows designation of how often the e-mail reminder 
message is to be sent [see rejection of claim 7, supra]. By this rationale claim 64 is rejected. 

70. Regarding claim 65, Fries-Goodhand further discloses wherein the new reminders web 
page receives designations for a plurality of destinations to which the e-mail reminder message 
is to be sent [see rejection of claim 61, supra]. By this rationale claim 65 is rejected. 
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71 . Regarding claim 66, Fries-Goodhand further discloses wherein each destination is 
designated by an associated e-mail address [see rejection of claim 62, supra]. By this rationale 
claim 66 is rejected. 

72. Regarding claim 67, Fries-Goodhand further discloses wherein the new reminders web 
page provides a selectable option that allows designation of a time at which the e-mail reminder 
message is to be sent [see rejection of claim 63, supra]. By this rationale claim 67 is rejected. 

73. Regarding claim 68, Fries-Goodhand further discloses wherein the new reminders web 
page provides a selectable option that allows designation of how often the e-mail reminder 
message is to be sent [see rejection of claim 12, supra]. By this rationale claim 68 is rejected. 

74. Regarding claim 69, Fries-Goodhand discloses further comprising accepting through the 
e-mail reminder web page designations of a plurality of destinations to which the e-mail 
reminder message is to be sent [The Examiner takes Official Notice (see MPEP 2143.03), that it 
is well known in the art to designate multiple destinations to which information, data, reminders, 
messages, email or electronic messages to be sent]. By this rationale claim 69 is rejected. 

75. Regarding claim 70, Fries-Goodman discloses further comprising accepting an 
associated e-mail address specifying a given destination [see Goodhand, Col. 2, lines 11-17]. By 
this rationale claim 70 is rejected. 

76. Regarding claim 71, Fries-Goodhand discloses further comprising providing a selectable 
option on the e-mail reminder web page that allows designation of a time at which the e-mail 
reminder message is to be sent [see rejection of claim 1, supra]. By this rationale claim 71 is 
rejected. 
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77. Regarding claim 72, Fries-Goodhand discloses further comprising providing a selectable 
option on the e-mail reminder web page that allows designation of how often the e-mail 
reminder message is to be sent [see rejection of claim 7, supra]. By this rationale claim 73 is 
rejected. 

78. Regarding claim 73, Fries-Goodhand discloses further comprising accepting through the 
new reminders web page designations of a plurality of destinations to which the e-mail reminder 
message is to be sent [see rejection of claim 68, supra]. By this rationale claim 73 is rejected. 

79. Regarding claim 74, Fries-Goodhand discloses further comprising accepting an 
associated e-mail address specifying a given destination [see rejection of claim 70, supra]. By 
this rationale claim 74 is rejected. 

80. Regarding claim 75, Fries-Goodhand discloses further comprising providing a selectable 
option on the new reminders web page that allows designation of a time at which the e-mail 
reminder message is to be sent [see rejection of claim 68, supra]. By this rationale claim 75 is 
rejected. 

8 1 . Regarding claim 76, Fries-Goodhand discloses further comprising providing a selectable 
option on the new reminders web page that allows designation of how often the e-mail reminder 
message is to be sent [see rejection of claim 7, supra]. By this rationale claim 76 is rejected. 

Claim Rejections - 35 USC § 102 

82. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

83. Claims 1-76 is rejected under 35 U.S.C. 102(e) as being anticipated by Schein et al. 
(Schein), PG PUB No. US2003/0005445 Al. 

84. Regarding independent claims 1 and 20, (e.g., exemplary independent claim 1). Schein 
discloses the invention substantially as claimed. Schein discloses an Internet television program 
guide email reminder system for providing e-mail reminder messages of scheduled television 
events to a user at a multimedia system over the Internet comprising: a web server (remote 
server (e.g., website)) for providing web pages of television program listings over the Internet, 
wherein the web server provides the user with an opportunity to select a television program from 
the television program listings web pages provided over the Internet [see Schein, Figures 14-17, 
page 1, section 0006, page 4, section 0051, page 6, section 0068, page 7, sections 0095-0096, 
page 8, sections 0105-0106, page 9, section 0110, page 10, sections 0116-0118] allows the user 
to order at least one e-mail reminder message to the multimedia system over the Internet via e- 
mail to reminded the user when that television program is to be broadcast [see Schein, 
Figuresl9A, 19B, 19C, page 13, section 0139]. By this rationale independent claim 1 is 
rejected. 

85. Regarding dependent claims 2-19 and 21-76, the limitations of these claims are taught 
within the figures and disclosure of Schein. 



Application/Control Number: 08/987,740 Page 17 

Art Unit: 2143 

Response to Arguments 

86. Applicant's arguments filed on 07 October 2003 have been carefully considered but they 
are not deemed fully persuasive. However, because there exists the likelihood of future 
presentation of this argument, the Examiner thinks that it is prudent to address applicants' 6 main 
points of contention. 

a. Applicant asserts that the prior art of record fails to show or suggest an Internet 
television program guide for providing web pages of television program listings over the 
Internet. 

b. Applicant contends that the pre-rendered images of information of Fries are not 
web pages. 

c. Applicant also argues that the combination of Fries-Goodhand does not show or 
suggest all features of Applicant's independent claims 1 and 20. Applicant also argues 
that the office action fails provide sufficient motivation to combine the references. 

87. As to "Point A", it is the position of the Examiner that the prior art of record does 
explicitly disclose an Internet television program for providing web pages of television program 
listing (1 IO5) over the Internet [see Fries, Figure 6, Col. 33, lines 19-44]. As can readily be seen, 
Fries teaches utilizing a browser to select different link information, which includes television 
listing. Also, the prior art of record does discloses providing email over the internet by stating 
the use of a server receiving information from the internet and delivering this information to the 
set top box, which would also include email. Applicant also states that since Fries teaches that 
the email notification sent to the set-top box of a subscriber cable network. Also, is Applicant 
claiming that the only means for transmitting email notification is through the Internet and not 
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through a cable line. It is clear to the Examiner that the email notification that is received by the 
subscriber initially is transmitted from the internet in the form of an HTML page (web page) and 
these pages are sent to the subscriber through the cable line utilizing standard HTML forms [see 
Fries, Figure 1, items 48 and 24, Col. 33, lines 19-55]. 

88. As to "Point B", Applicant is directed to Column 4, lines 17-28, where it expressly 
discloses that an information service server includes a carousel delivery application for 
delivering a carousel of rendered HTML page images (web pages) to the set-top box along with 
meta-data for each page. 

89. As to "Point C", it is the position of the Examiner that the combination of Fries- 
Goodhand does show as well as suggest all features of Applicant's independent claims 1 and 20. 
In response to the applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See /a? re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). Also the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In this case, Fries already 
utilizing well known teachings of email notification, would have also look into the field of email 
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notification to further enhance the system by allowing for email notification for specific events. 
Such as taught by Goodhand. With regards to the newly added limitation within independent 
claim 20, the Examiner has already taken official notice to this limitation within claim 42. 
How is this connection made from the subscriber. 

90. Again, it is the Examiner's position that Applicant has not yet submitted claims drawn to 
limitations, which define the operation and apparatus of Applicant's disclosed invention in 
manner, which distinguishes over the prior art. As it is Applicant's right to continue to claim as 
broadly as possible their invention. It is also the Examiner's right to continue to interpret the 
claim language as broadly as possible. It is the Examiner's position that the detailed 
functionality that allows for Applicant's invention to overcome the prior art used in the rejection, 
fails to differentiate in detail how these features are unique. Is Applicant claiming that the 
novelty of their invention is email notification system that transmits emails over the Internet. As 
it is extremely well known in the networking art as already shown by Fries-Goodhand and 
Schein and other prior arts of records disclosed, for user's in a internet television programming 
environment to be reminder through the use of e-mail of specific televised programs through the 
internet as well as other claimed features of Applicant's invention. It is also the position of the 
Examiner that Applicant is claiming well known teachings of email notification of specific 
events over the Internet. Thus, it is clear that Applicant must submit amendments to the claims 
in order to distinguish over the prior art use in the rejection that discloses different features of 
Applicant's claim invention. 

91. Applicant has had numerous opportunities to amend the claimed subject matter, and has 
failed to modify the claim language to distinguish over the prior art of record by clarifying or 
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substantially narrowing the claim language. Thus, Applicant apparently intends that a broad 
interpretation be given to the claims and the Examiner has adopted such in the present and 
previous Office action rejections. See In re Prater and Wei, 162 USPQ 541 (CCPA 1969), and 
MPEP2111. 

92. Applicant employs broad language, which includes the use of word, and phrases, which 
have broad meanings in the art (e-mail or Internet or via e-mail). In addition, Applicant has not 
argued any narrower interpretation of the claim language, nor amended the claims significantly 
enough to construe a narrower meaning to the limitations. As the claims breadth allows multiple 
interpretations and meanings, which are broader than Applicant's disclosure, the Examiner is 
forced to interpret the claim limitations as broadly and as reasonably possible, in determining 
patentability of the disclosed invention. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir.1993). 

93. Failure for Applicant to significantly narrow definition/scope of the claims and supply 
arguments commensurate in scope with the claims implies the Applicant intends broad 
interpretation be given to the claims. The Examiner has interpreted the claims with scope 
parallel to the Applicant in the response, and reiterates the need for the Applicant to more clearly 
and distinctly, define the claimed invention. 

Pertinent Prior Art of Record 

94. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Barrett et al., (Barrett), U.S. Patent No. 6,005,597 discloses providing an Internet 
program guide (program listing), [see Barrett, Figure 1, Col. 1, lines 61-67 and Col. 2, lines 1-9, 
42-49]. 

Chor et al. (Chor), U.S. Patent No. 6,141,003 discloses an Internet Television which has 
an electronic programming guide (EPG) as well as e-mail capability [see Chor, Col. 2, lines 63- 
67, Col. 3, lines 53-56, Col. 4, lines 26-42, Col. 5, lines 25-55, Col. 6, lines 15-32]. 

Matthews, III et al. (Matthews), U.S. Patent No. 6,025,837 discloses providing web 
pages of television program listings over the Internet [see Matthews, Col. 7, lines 64-67 and Col. 
8, lines 1-67]. 



95. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William C. Vaughn, Jr. whose telephone number is (703) 306- 
9129. The examiner can normally be reached on 8:00-5:00, 1st Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A Wiley can be reached on (703) 308-5221. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-9700. 



Conclusion 



William C. Vaughn, irt 
Patent Examiner 
Art Unit 2143 
15 September 2003 




